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DETAILED ACTION 
Double Patenting 



A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor ..." (Emphasis 
added). Thus, the term "same invention," in this context, means an invention drawn to 
identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); In re 
Ockert, 245 F.2d 467, 1 14 USPQ 330 (CCPA 1957); and In re Vogel, 422 F.2d 438, 164 
USPQ 619 (CCPA 1970). 

A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by 
canceling or amending the conflicting claims so they are no longer coextensive in 
scope. The filing of a terminal disclaimer cannot overcome a double patenting rejection 
based upon 35 U.S.C. 101. 



1. Claims 1-2 and 7 are rejected under 35 U.S.C. 101 as claiming the same 
invention as that of claims 1 and 7 respectively of prior U.S. Patent No. 6,703,299. This 
is a double patenting rejection. 



The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum. 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 
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Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

2. Claims 3, 4, 5 and 8 are rejected on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claim 2, 5 and 8 respectively of U.S. • 
Patent No. 6,703,299. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because each and every limitation in the instant 
application is recited in the aforementioned patent. 

Claim Rejections - 35 USC § 112 



The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particulariy pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1 . Claim 17 is rejected under 35 U.S.C. 112, second paragraph, as being 
Incomplete for omitting essential structural cooperative relationships of elements, such 
omission amounting to a gap between the necessary structural connections. See 
MPEP § 2172.01. The omitted structural cooperative relationships are: There is 
apparently some relationship between "an interstitial film" and a pattern that is possibly 
transferred to the fillet portion. That relationship is not cited in the claim. This omission 
has resulted in a gap between necessary structural connections. Furthermore, it 
appears that the surface roughness and pattern could be characteristic of any arbitrary 
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Interstitial film surface since the claim is nebulous with respect to the 
composition/structure of "an interstitial film." 

2. Claim 26 recites the limitation "causing the tacky film to release from the die, the 
fillet and the mounting substrate." There is insufficient antecedent basis for this 
limitation in the claim. Said claim is dependent upon claim 23, which does not disclose a 
fillet. 

Claim Objections 

1 . Claim 6 and 1 8-22 are objected to as being dependent upon rejected base 
claims, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

2. Claims 7 and 8 are objected to because of the following informalities: the 
limitation "the tacky film" lacks antecedent basis. Appropriate correction is required. 

3. Claim 8 is objected to because of the following informalities: In specifications 
provided applicant discloses: "In one embodiment, the siingle step temperature ramp is 
in a range from about 140 C to about 240 C. Thereafter, ambient cooling of flip-chip 
assembly 210 may be done." Claim 8 of the amended set of claims under examination 
discloses "wherein heating includes a single step temperature ramp to a temperature in 
a range from about 1400 C to about 2400 C." Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 



(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



1. Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by Baba 
et al. (US 2001/0040298), hereinafter Baba. 

Regarding claim 1 , Baba shows a method of placing a film (25 of Fig. 14) against 
a flip-chip assembly, wherein flip-chip assembly (39) includes a die (13 of Fig. 16), an 
electrical connection (19), and a mounting substrate (40); underfilling the die with 
underfill material (29); curing the underfill material (par [0101]); and after beginning 
curing the underfill material, removing the film (par [0102]). 

Regarding claim 2, Baba teaches a tacky film, (par [0102]). 



Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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2. Claims 23- 25 Is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kirkpatrick in view of Wang et al. (US 6,000,924), hereinafter Wang, in further view of 
Baba. 

Regarding claim 23, Kirkpatrick teaches a chip-packaging system (Fig. 4, for 
example) comprising: a die (11), a mounting substrate (12) and an electrical connection 
(20) disposed between the mounting substrate and the die; a film (21, 38) that is 
disposed over the die and stretched onto the mounting substrate; and underfill material 
(26) disposed between the die and the mounting substrate; and an underfill inlet (23, 
43) and outlet system (22, 41) that communicates through the film. The difference 
between Kirkpatrick and the instant invention is "a tacky film that is disposed over the 
die and stretched onto the mounting substrate" and "a mold press that gives shape to 
the film." As aforementioned above, Baba teaches a tacky film. Fig. 1 of Wang shows a 
mold press (4). It would have been obvious to one of ordinary skill at the time the 
invention was made to modify the invention of Kirkpatrick to include a mold press since 
it is desirable to shorten the filling time in the process of underfilling the die and 
substrate. Moreover, it would have been obvious to one of ordinary skill at the time the 
invention was made to modify the invention of Kirkpatrick to include a tacky film since it 
is desirable to adhere the protective film to die and substrate so as to not negate the 
effects of the mold press. 

Regarding claim 24, Fig. 4 of Kirkpatrick shows an underfill inlet and outlet 
system that includes an underfill conduit (42) and vent (40). It would have been obvious 
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to incorporate the teachings of Wang and Baba into Kirkpatrick for reasons divulged 
above. 

Regarding claim 25, the difference between Kirkpatrick and the claimed invention 
is "wherein the underfill material includes a fillet shape disposed between the die and 
the mounting substrate." Fig. 2 of Wang shows an underfill material with a fillet shape 
(23) between a die (20) and substrate (21). It would have been obvious to one of 
ordinary skill in the art at the time the Invention was made to incorporate an underfill 
having a fillet shape into the teachings of Kirkpatrick since It is desirable to conserve 
space on a printed circuit board and provide a more secure solder connection. 
Moreover, it would have been obvious to one of ordinary skill in the art at the tinne the 
invention was made to incorporate the teachings of Baba into the invention of 
Kirkpatrick for reasons divulged above. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jennifer Matisiak whose telephone number is 571-272- 
2639. The examiner can normally be reached on Business Days 8:30a-5:30p EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Lee can be reached on 517-272-1732. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




